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DETAILED ACTION 
Notice to Applicant 

1 . This communication is in response to the Amendment filed on 09/1 5/05. Claims 

1. 3-7, 10 and 12-17 have been amended. Claims 1-18 are pending. 

2. Applicant's amendment filed on 09/15/05 regarding the 35 U.S.C 101 rejection 
has been persuasive and therefore is hereby withdrawn. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Borghesi et al (5, 950,169), Apte et al (5,970,464) in view of Aquila et al 
2002/0035488). 

(A) As per claim 1 , Borghesi and Apte disclose the newly added limitations of " 
"having a computer system", "with the computer system", "having the computer system" 
(See Borghesi Col .5, lines 51-67). 

Borghesi and Apte do not explicitly disclose that the method having "by using 
expert rules stored in a knowledge based system of the computer system", 'the 
computer system uses", "based on the received repair claim data and generates a 
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claim-related response based on", "and","having the computer system make" and "a". 
However, these features are known in the art, as evidenced by Aquila. In particular, 
Aquila suggests "by using expert rules stored in a knowledge based system of the 
computer system", 'the computer system uses", "based on the received repair claim 
data and generates a claim-related response based on", "and", "having the computer 
system make" and "a" (See Aquila, Page 7, Paragraphs 0125-0131). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the features of Aquila within the collective teachings of 
Borghesi and Apte with the motivation of providing the reporting sub-system 
summarizes and formats data stored eclaim file or the insurance carrier system based 
on a number of criteria to generate various reports (See Aquila, Page 2, Paragraph 
0026). 

(B) Claim 3 has been amended to recite the limitation of "having the computer 
system access ". However, this change does not change the scope and the breadth of 
the claim as originally presented is therefore rejected for the same reasons given in the 
previous Office Action, and incorporated herein. 

(C) Claim 4 has been amended to recite the limitation of "having the computer 
system to evaluate a repair claim by", "having the computer system determine", and 
"having the computer system access ". However, this change does not change the 
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scope and the breadth of the claim as originally presented is therefore rejected for the 
same reasons given in the previous Office Action, and incorporated herein. 

(D) Claim 5 has been amended to recite the limitation of "having the computer 
system use", "having the computer system determine". However, this change does not 
change the scope and the breadth of the claim as originally presented is therefore 
rejected for the same reasons given in the previous Office Action, and incorporated 
herein. 

(E) Claim 6 has been amended to recite the limitation of "having the computer 
system use ", "having the computer system provide". However, this change does not 
change the scope and the breadth of the claim as originally presented is therefore 
rejected for the same reasons given in the previous Office Action, and incorporated 
herein. 

(F) Claim 7 has been amended to recite the limitation of "having the computer 
system use ", "having the computer system display", and "the". However, this change 
does not change the scope and the breadth of the claim as originally presented is 
therefore rejected for the same reasons given in the previous Office Action, and 
incorporated herein. 
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(G) As per claim 1 0, Borghesi and Apte discloses the newly added limitation of "a ' 
computer system having" (See Borghesi, Col .5, lines 51-67). 

Borghesi and Apte does not explicitly disclose that the method has"stored in a 
knowledge base of the computer system that the computer system uses", and "by the 
computer system". 

However, these features are known in the art, as evidenced by Aquila. In 
particular, Aquila suggests that the method has" stored in a knowledge base of the 
computer system that the computer system uses", and "by the computer system" (See 
Aquila, Page 7, Paragraphs 0125-0131). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the features of Aquila within the collective teachings of 
Borghesi and Apte with the motivation of providing the reporting sub-system 
summarizes and formats data stored eclaim file or the insurance carrier system based 
on a number of criteria to generate various reports (See Aquila, Page 2, Paragraph 
0026). 

(H) Claim 12 has been amended to recite the limitations of from which the computer 
system retrieves". However, this change does not change the scope and the breadth of 
the claim as originally presented is therefore rejected for the same reasons given in the 
previous Office Action, and incorporated herein. 
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(I) Claim 13 has been amended to recite the limitations of "the computer system 
uses", "the computer system" and "from a database". However, this change does not 
change the scope and the breadth of the claim as originally presented is therefore 
rejected for the same reasons given in the previous Office Action, and incorporated 
herein. 

(J) As per claim 14, Aquila discloses the newly added limitation of "the computer 
system uses", "the data regarding parts involved in the repair and the labor operation 
data to", "to" and "whether" (See Aquila, Page 14, Paragraphs 0262-0263; Page 16, 
Paragraphs 0283-0284). 

The motivation for combining the respective teachings of Borghesi, Apte and 
Aquila are as discussed above in the rejection of claims 1 and 10, and incorporated 
herein. 

(K) Claim 15 has been amended to recite the limitations of "computer system uses 
the", "to", "the computer system provides", "a", "the computer's "and "using". However, 
this change does not change the scope and the breadth of the claim as originally 
presented is therefore rejected for the same reasons given in the previous Office Action, 
and incorporated herein. 

(L) Claim 16 has been amended to recite the limitations of " the computer uses". 
However, this change does not change the scope and the breadth of the claim as 



Application/Control Number: 09/801 ,298 Page 7 

Art Unit: 3626 

originally presented is therefore rejected for the same reasons given in the previous 
Office Action, and incorporated herein. 

(M) Claim 17 has been amended to recite the word "and". However, this change does 
not change the scope and the breadth of the claim as originally presented is therefore 
rejected for the same reasons given in the previous Office Action, and incorporated 
herein. 

(N) Claims 2, 8-9, 1 1 and 1 8 have not been amended and are therefore rejected for 
the same reasons given in the previous Office Action, and incorporated herein. 

Response to Arguments 

5. Applicant's arguments filed on 09/15/05 with respect to claims 1 , 3-7, 10 and 12- 
1 7 have been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not the applied prior art teaches method and 
apparatus for measuring and accumulating critical automobile warranty statistical data 
(6,366,1 99) and knowledge engineering tool (4,658,370). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanel Frenel whose telephone number is 571-272-6769. 
The examiner can normally be reached on Monday-Thursday from 6:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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